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Before BRADLEY R. GARRIS, CHUNG K. PAK, and 
PETER F. KRATZ, Administrative Patent Judges. 

KRATZ, Administrative Patent Judge. 

DECISION ON APPEAL 
This is a decision on an appeal under 35 U.S.C. § 134 from the 
Examiner's final rejection of claims 1 and 6-15. We have jurisdiction 
pursuant to 35 U.S.C. § 6. Oral arguments were presented on November 19, 
2009. 
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Appellants' claimed invention is directed to a curable adhesive 
composition including (1) a specified polymerizable vinyl ester; (2) a 
substantially styrene-free reactive diluent selected from aliphatic vinyl, 
diene, and vinyl toluene monomers; (3) a curing catalyst; and (4) an 
activator. Appellants' adhesive composition is disclosed as being useful for 
anchoring materials, such as steel bolts, in or to concrete or masonry (Spec. 
5: 24-27). Appellants' preferred embodiment adhesive compositions are 
disclosed as achieving specified pull out performances at relatively high 
temperatures, particularly according to presented Example results (Spec. 5 
and 19- 22). 

Claim 1 is illustrative and reproduced below: 

1. A curable adhesive composition for anchoring materials in or to 
concrete or masonry comprising: 

a. a polymerizable vinyl ester comprising the reaction product of an 
epoxy compound and a compound containing an ethylenically 
unsaturated group, said epoxy compound corresponding to formula 
(I), 




wherein 

Ar is substituted or unsubstituted aryl, 

R is substituted or unsubstituted divalent radical derived from alkyl, 
oxyalkyl, arylalkyl, or oxyalkylaryl, alkyl or arylalkyl, 



2 



Appeal 2009-007470 
Application 10/679,871 

is independently H or R, 

for each Rx, x is independently 0 or 1, 

for each Oy, y is independently 0 or 1, provided that x and y 

are not both zero, 

for each (O-R^)z, z is independently 0 to 4, and 

n is from 1 to 5; 

wherein said polymerizable vinyl ester is present in the composition in 
amounts of from about 10 wt% to about 25 wt% of the composition; 

b. a reactive diluent comprising at least one ethylenically unsaturated 
monomer selected from aliphatic vinyl, diene, and vinyl toluene, 
wherein said ethyenically unsaturated monomer is reactive with said 
polymerizable vinyl ester and wherein said diluent is substantially 

styrene free; 

c. a curing catalyst; and 

d. activator. 

The Examiner relies on the following prior art references as evidence 
in rejecting the appealed claims: 



Gebauer 



EP 0 199 671 
4,729,696 
5,891,942 



Oct. 29, 1986 
Mar. 8, 1988 
Apr. 6, 1999 
Apr. 3, 2001 



Goto 

Parish 

Seiji 



JP 2001-089716 
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Claims 1 and 6-15 stand rejected under 35 U.S.C. § 103(a) as being 
unpatentable over Gebauer (EP '671) and Seiji (JP '716) in view of Goto 

and Parish/ 

We affirm the stated rejection for substantially the factual 
determinations and reasons set forth by the Examiner in the Answer. We 
offer the following for emphasis. 

At the outset, we note that Appellants primarily argue the commonly 
rejected claims together as a group albeit with an additional argument 
presented with respect to dependent clams 13-15 (App. Br. 5-10). 
Consequently, we select claim 1, the sole independent claim on appeal as the 
principal representative claim for the rejected claims as argued together. We 
select claim 13 as a representative claim for the subgroup of claims 13-15 to 
the extent claims 13-15 are separately argued together as a subgroup. 

FINDINGS OF FACT 
In addition to and/or for emphasis of the findings of fact and 

conclusions set forth in the Examiner's Answer, which we adopt, and as 
elsewhere set forth herein, we note the following relevant factual 
determinations and conclusions supported by the record. 

The Examiner has determined that EP '671 or JP '716 teach or 
suggest an adhesive composition including a polymerizable vinyl ester 

^ Our references to EP '671 and JP '716 are to the English language 
documents of record that are employed by the Examiner as translations of 
these applied non-English language references; that is, published Australian 
Patent Application Specification No. 580,172 and the English language 
translation and Japan Patent Abstracts related to Japan Patent Publication 
No. 2001-089716, respectively. Appellants do not dispute the accuracy of 
these translations, on this record. 
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(epoxy acrylate reaction product), a catalyst (initiator), and an activator, 

which adhesive material components substantially correspond to the 

appealed claim 1 adhesive composition requirements for such ingredients 

(Ans. 3-4). Appellants do not particularly dispute this determination by the 

Examiner (see generally App. Br. and Reply Br.). 

Also, the Examiner has determined that each of EP '671 and JP '716 

further teach the inclusion of a thinner or reactive diluent/monomer in their 

respective adhesive compositions; however, a reactive diluent comprising 

aliphatic vinyl, diene, or vinyl toluene, as here claimed, has not been found 

by the Examiner to be explicitly disclosed by either reference (Ans. 3-4). 

For example, EP '671 (p. 7, 11. 1-7) discloses that: 

Reactive thinners are not essential. They may, however, 
be used to achieve the desired viscosity. As reactive thinners 
the appropriate compounds, e.g. monostyrol, divinyl-benzol, 
alkyl-ester of polybasic acids, methacrylic acid methyl ester, 
methacrylic acid-i-propylester, methacrylic acid-i-butyl ester 
and similar, may be used. 

The Examiner turns to Goto for a disclosure of vinyl toluene, among 
other materials, as an alternative to styrene for use as a reactive 
diluent/monomer in a similar epoxy acrylate-containing adhesive 
composition that is employed for fixing an anchor bolt in concrete (Ans. 5-6; 
Goto, col. 5, 11. 57-67). Furthermore, the Examiner has determined that 
Goto discloses a concern for adhesive strength between an anchor bolt and 
concrete (Ans. 6, Goto, col. 9, 11. 49-58). Also, the Examiner notes that 
Parish teaches or suggests that vinyl toluene has safety advantages over 
styrene (vinyl benzene) when used as a reactive diluent component of a resin 
(Ans. 5-6; Parish, col. 3, 11. 33-44). 
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Based on these additional disclosures and the teachings of EP 671 or 
JP 716, the Examiner maintains that the selection of vinyl toluene as a 
reactive diluent for use in the adhesive compositions of EP 671 or JP 716 
would have been an obvious option to one of ordinary skill in the art (Ans. 
5-7). 

Contrarily, Appellants urge that the Examiner's rejection is premised 
on improper picking and choosing in combining the teachings of Goto with 
either of EP 671 or JP 716 and they further contend that Parish does not cure 
the argued lack of suggestion and an argued lack of reasonable expectation 
of success in modifying either of EP 671 or JP 716 by using vinyl toluene as 
a reactive diluent therein (App. Br. 5-9; Reply Br. 4-6). Concerning 
representative claim 13 (claims 13-15), Appellants additionally argue that 
the claimed pull out performance characteristic would not have been 
reasonably suggested or achieved by the applied prior art (App. Br. 5, 7, and 
10: Spec. 20-22). 

Concerning this latter point, the Specification provides a non-limiting 

illustrative example of a specific composition made in a particular manner 

and a comparative example using a commercially available composition said 

to be prepared and used in accordance with instructions that Hilti 

Aktiengesellschaft of Schaan, Liechtenstein provided therewith (Spec. 19- 

22). The compositional makeup and manner of preparing the comparative 

example is not provided in the Specification {see generally Spec). 

The Specification provides that: 

The following examples are provided to illustrate 
particular embodiments of the invention and are not intended to 
limit the scope of the invention or the claims in any manner. 
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EXPERIMENTAL PROTOCALS 

Preparation of Two Part Anchor Compositions 

The appropriate amounts of polymerizable vinyl ester 
resin are prepared. To the resin is added the appropriate 
amount of inhibitor, activator, fragrance and other ingredients. 
The composition is mixed, preferably using a dispenser. Next, 
the thixotropic agent is added with shear mixing followed by 
addition of the filler. If more than one filler is to be included in 
the anchor composition, it is preferable to add the first filler, 
then mix, then add the second filler and so on until the desired 
number of fillers have been added to the composition until Part 
A of the composition is complete. The same general procedure 
as described above is used to make Part B consisting of catalyst 
thixotropic agent, filler, pigment and other ingredients. 

The above preparation procedure is used for the examples, 
except for the comparative example, in which case the adhesive was 
prepared in accordance with the instructions provided. 
Spec. 19. 

PRINCIPAL ISSUES 
Have Appellants shown reversible error in the Examiner's 

obviousness rejection by asserting a lack of suggestion and/or reasonable 
expectation of success for the Examiner's proposed modification of the 
adhesive composition of either EP '671 or JP '716 based on the additional 
teachings of Goto and Parrish with respect to employing vinyl toluene as a 
reactive diluent in the adhesive of EP '671 or JP '716? 

If not, and with respect to claims 13-15; have Appellants shown 
reversible error in the obviousness rejection of the latter claims by arguing 
that the pull out force characteristic required for the composition set forth in 
representative claim 13 would not have been reasonably suggested and/or 
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achieved by one of ordinary skill in the art based on the applied references 
teachings as evidenced by Specification test data? 
We answer both questions in the negative. 

PRINCIPLES OF LAW 

On appeal to this Board, Appellants must show that the Examiner 
erred in finally rejecting the claims. Cf. In re Kahn, 441 F.3d 977, 985-86 
(Fed. Cir. 2006); see also 37 C.F.R. § 41.37(c)(l)(vii). 

''Section 103 forbids issuance of a patent when 'the differences 
between the subject matter sought to be patented and the prior art are such 
that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said 
subject matter pertains.'" KSR Int'l Co. v. Teleflex Inc., 550 U.S. 398, 406 
(2007) (quoting 35 U.S.C. § 103(a)). 

"What matters is the objective reach of the claim. If the claim extends 
to what is obvious, it is invalid under § 103." KSR Int'l Co. v. Teleflex, Inc., 
550 U.S. 398, 419 (2007). To be nonobvious, the claimed subject matter 
must not encompass "the predictable use of prior art elements according to 
their established functions." Id. at 417. 

Moreover, attorney's argument cannot take the place of evidence. See 
In re Pearson, 494 F.2d 1399, 1405 (CCPA 1974). In this regard, arguments 
not timely made in the Briefs are considered to be waived. See 37 C.F.R. § 
41.37(c)(l)(vii) (2006). 
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ANALYSES/CONCLUSIONS 

Concerning representative claim 1 , we are not persuaded of reversible 
error in the Examiner' s obviousness rejection based on the alleged lack of a 
reasonable expectation of success and alleged improper picking and 
choosing as urged by Appellants as underpinning the Examiner's 
obviousness rejection. As correctly explained by the Examiner, Goto makes 
it abundantly clear that vinyl toluene is a known reactive diluent available 
for use in an epoxy acrylate adhesive composition that is useful for 
anchoring bolts to concrete as one of ordinary skill in this art would readily 
recognize. Moreover, EP '671 or JP '716 each does not teach or suggest that 
other known reactive diluents, such as vinyl toluene are precluded in their 
compositions as an alternative diluent. For example, and as noted above, EP 
671 discloses that other reactive thinners may be employed (p. 7, 11. 1-7). 
Moreover, and while unnecessary to the Examiner's obvious position, Parish 
further teaches that vinyl toluene has safety advantages over styrene (vinyl 
benzene) when used as a reactive diluent component of a resin. In this 
regard, all disclosures of the prior art must be considered, not just preferred 
embodiments. See In re Lamberti, 545 F.2d 747, 750 (CCPA 1976). As a 
final point, we note that representative claim 1 is not limited to the 
Specification example composition and is not limited to possessing a 
particular pull out force, much less an established non-obvious pullout force 
characteristic. 

Consequently, we agree with the Examiner that the adduced evidence 
reasonably establishes that the use of a known reactive diluent (vinyl 
toluene), as taught by Goto particularly with the supplemental teachings of 
Parrish, would have been an obvious to one of ordinary skill in the art as an 
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alternative reactive diluent choice for use in the adhesive composition of 
either EP '671 or JP '716. After all, "[i]f a person of ordinary skill can 
implement a predictable variation, §103 likely bars its patentability." KSR 
Int'l Co. V. Teleflexlnc, 550 U.S. 398, 417 (2007). 

Concerning the additional arguments presented with respect to 
representative claim 13 (dependent claims 13-15), the specified pull out 
performance characteristic attributed to the claimed adhesive composition 
would have been reasonably expected to be possessed by the corresponding 
adhesive composition suggested by the applied prior art based on the 
combined teachings of the applied references. See In re Napier, 55 F.3d 
610, 613 (Fed. Cir. 1995) (inherency arises both in the context of 
anticipation and obviousness). 

To the extent Appellants are asserting nonobviousness based on 
unexpected results for these dependent claims, as represented by claim 13, 
we note that Appellants must carry the burden to compare the "claimed 
invention to the closest prior art" to rebut a prima facie case of obviousness. 
In re De Blauwe, 736 F.2d 699, 705 (Fed. Cir. 1984). In this regard, in order 
for a showing of "unexpected results" to be probative evidence of non- 
obviousness, it falls upon the applicant to at least establish: (1) that there 
actually is a difference between the results obtained through the claimed 
invention and those of the prior art; and (2) that the difference actually 
obtained would not have been expected by one skilled in the art at the time 
of invention. In re Freeman, 474 F.2d 1318, 1324 (CCPA 1973). Here, 
Appellants are not close to discharging this burden by the presentation of a 
single comparative example in the Specification, the composition and 
manner of preparing of which are not discussed in the Briefs as representing 
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the closest prior art, much less fully set forth in the Specification in a readily 
comparable manner as such. 

On this record. Appellants have not shown reversible error in the 
obviousness rejection of representative claim 13 by the presentation of 
attorney's argument that the claimed pull out force characteristic would not 
have been reasonably suggested and/or achieved by one of ordinary skill in 
the art based on the applied reference teachings. The Specification test data 
has not been reasonably shown to support this argument. Consequently, we 
shall also affirm the Examiner's obviousness rejections of claims 13-15. 

ORDER 

The Examiner's decision to reject claims 1 and 6-15 under 35 U.S.C. 
§ 103(a) as being unpatentable over EP '671 and JP '716 in view of Goto 
and Parish is affirmed. 

No time period for taking any subsequent action in connection with 
this appeal may be extended under 37 CFR § 1.136(a)(l)(v). 

AFFIRMED 



PL Initial: 
sld 
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